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REMARKS 

Claims 1, 3-9, 1 1-25 are currently pending with Claims 2 and 10 previously cancelled. In 
the Office Action, the Examiner objects to an informality in Claim 18 and indicates that the 
recited phrase "causing the gaming machine to" should be changed to "causing the gaming 
machine to perform the steps of. The Applicant does not understand the basis for this objection 
and notes that there is no requirement that method claims be delineated into "steps." The 
Examiner also objects to Claim 18 for an informality that the recited terms "generate" and 
"indicate" should be changed to "generating" and "indicating" respectively. The Applicant 
respectfully notes that the claim as currently pending is grammatically correct and that use of the 
gerund forms "generating" and "indicating" would be improper. 

The Examiner also objects to Claims 23 and 24 and indicates that they should recite "the 
method of Claim 22 ...". The Applicant thanks the Examiner for noting this discrepancy and 
hereby amends Claims 23 and 24 as suggested. 

The Examiner also rejects Claims 19, 23, and 24 under 35 U.S.C. § 112, second 
paragraph as being indefinite for failing to particularly point out and distinctly claim the subject 
matter which the Applicant regards as the invention. The Examiner indicates that Claim 19 is 
vague and indefinite since it is unclear where the preamble and the body of the claim lie. The 
Applicant notes the Examiner's recommendation that the term "comprises/comprising" be used 
in the claim. The Applicant hereby amends Claim 19 to recite "A gaming machine 
comprising ..." and respectfully notes that the Applicant considers the totality of recited features 
to be novel and patentable. The Applicant further believes that the previously noted amendments 
to Claims 23 and 24 address the rejections under 35 U.S.C. § 112, second paragraph, and 
respectfully request that the rejection be withdrawn. 

The Examiner also rejects Claims 1, 3-9, and 11-25 under 35 U.S.C. § 103(a) as being 
unpatentable over Inoue U.S. Patent No. 5,395,111 in view of Aristocrat Leisure Industries WO 
99/64997 and further in view of Buxton et al. U.S. Patent No. 6,118,427. The Applicant has 
carefully reviewed the Inoue '111 reference and notes that Inoue discloses a mechanical reel slot 
machine having composite game reels. More particularly, the reels are composed of an outer reel 
5a having a transparent plastic outer circumferential frame 15 on which a plurality of symbols are 
formed including one bar, three bar, star, seven, cherry, and the like. An inner reel 5b has an 
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opaque outer circumferential frame 16 like a conventional reel on which a plurality of symbols 
are formed. The composite reels are arranged to nest one within the other, e.g., the inner reel 5b 
nests within the outer reel 5 a and is coaxial therewith. Symbols on the outer reels 5a-7a are 
superimposed upon the symbols of the inner reels 5b-7b and can be viewed through the 
observation windows 2 to 4. From the symbols on both the outer and the inner reels 5a-7a and 
5b-7b, winning symbol combinations are formed on the three winning lines 8a, 8b, and 8c. Thus, 
as far as determination of winning combinations, the symbols presented on the inner reels and 
outer reels of the Inoue '111 device are equivalent with winning combinations being determined 
by the combination of symbols or blanks present at a given spun position of the composite reels. 
Inoue '111 further describes that "symbols may be formed only on certain ones of the outer reels 
5a-7a and inner reels 5b-7b and background colors in place of symbols can be displayed on the 
other reels. In this case, various winning ranks are determined by combinations of background 
colors on winning lines, by combinations of symbols on winning lines, and by combinations of 
symbols and background colors on winning lines". Thus, symbols on both the outer reel and the 
inner reel define active components of the game determining whether or not a winning 
combination has been spun. 

The Applicant notes that independent Claim 1 is amended by this paper with similar 
amendments made to the other independent claims to recite "wherein the background scene spans 
the video representation of the spinning reels and does not form part of any said combinations of 
composite symbols." The Applicant notes that Claim 1 also recites the limitation of "rendering 
at least the carrier portions of at least certain of the composite symbols transparent to enable the 
background scene to be viewed through the carrier portions." The Applicant respectfully notes 
that Inoue '111 does not disclose a background and particularly not a background at least 
partially viewable through transparent carrier portions of composite symbols. Where the inner 
reels 5 a are visible through the overlying transparent portions of the outer reel 5 a, such areas of 
the inner reel 5a, whether carrying a game symbol or a color as described by Inoue '111, clearly 
constitute an active component of the game determining whether or not a winning combination 
has resulted. This is clearly distinguished from the Applicant's claimed invention wherein the 
background scene does not form part of any said combination of composite symbols. Thus, the 
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Applicant respectfully disagrees with the Examiner's apparent understanding that the plurality of 
active game symbols portrayed on the inner reel 5b constitutes a background scene. 

With respect to the Aristocrat Leisure Industries publication '997, the Applicant notes 
that the only teaching of transparency which might be inferred is in instances of a noncontinuous 
opaque payline indicator such as the footsteps of the payline indicator 61 for example as shown 
in Figures 4a, 4b, and 4c. In this respect, the Aristocrat Leisure Industries '997 publication can 
be considered to illustrate that active components of the game, e.g., the spinning reel symbols can 
be partially viewed behind a payline indicator, however, the '997 reference also clearly fails to 
disclose a background scene spanning the video representation of the spinning reels and not 
forming part of any said combination of composite symbols with the other claimed aspects of the 
Applicant's invention. 

Regarding Buxton et al. '427, as previously noted, Buxton discloses use of various levels 
of transparency/translucency/opacity in graphical displays. However, Buxton et al. '427 offers 
no teaching whatsoever of composite game symbols in a spinning reel game or a background 
scene spanning a video representation of spinning reels, the background scene not forming part 
of any said combination of composite symbols. Further, the Applicant's invention is further 
distinguished from the teachings of Buxton et al. as Buxton discloses graphical user interface 
(GUI) of objects such as menus, tool palettes, windows, dialogue boxes, or screens. This is in 
contrast to the Applicant's claimed invention including a spinning reel game where only a 
portion of the spinning reels portrayal is displayed on the screen and this display is varied to 
portray the spinning of the reels and the stop of this spinning at a randomly determined stopped 
position. 

Thus, the Applicant strongly believes that a combination of Inoue '111 with WO '997 and 
the teachings of transparency and graphical displays of Buxton et al. '427 would not result in the 
Applicant's claim. The Applicant further believes that motivation to make such a combination 
was lacking at the time of invention to the ordinary artisan. More particularly, the Applicant 
notes that prior to the invention by the Applicant, in the gaming machine industry, little value 
was placed on a background scene. There was too little space available to display expensive and 
intricate scenes once the spinning reels were displayed on the screen. Accordingly, there would 
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have been considered nothing of value available behind the spinning reels to display to a player 
of the gaming machine if such symbols were to be made transparent. 

Furthermore, unlike in Buxton et al. where the background forms part of an interactive 
GUI, e.g., forms an active part of the display that is used for operating the device in which the 
GUI is implemented, the background scene in a spinning reel game as claimed in the subject 
application has no active part to play in the game. Accordingly, there would have been no need 
or motivation to display any information behind the spinning reels to the player. Therefore, the 
skilled person at the time of invention would not have contemplated or been motivated to make 
the reels transparent such that a background scene not forming an active part of the game is at 
least partially visible therethrough. The Applicant emphasizes that the transparency disclosed in 
Inoue '111 is in an active part of the game, i.e., the outer reel and that the only portions visible 
through the transparent outer reel are the opaque active game symbols of the inner reel. 
Therefore while the use of transparency in graphical display may have been known in other 
subject areas, the Applicant's invention first identified how it could be usefully applied to a 
gaming machine in the specific way of rendering part of the active components of the game, for 
example, a carrier portion of composite game symbols to enable a background scene to be at least 
partially viewable over a larger portion of the screen spanning the spinning reel symbols which 
was not previously done or thought desirable. 

Thus, from the foregoing, the Applicant believes that Claims 1,9, 16, 17, 18, 19, and 22 
are patentable under the requirements of 35 U.S.C. § 103(a) over the Inoue '111, the Aristocrat 
Leisure Industries '997 and Buxton et al. '427 references taken independently or in combination 
and further in view of the other art of record. The Applicant believes that the remaining 
dependent claims based on these base claims properly further define the Applicant's claimed 
invention and are at least patentable due to their dependence on the base claims. 
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SUMMARY 

From the forgoing, the Applicant believes that the subject application as currently 
amended is in a condition ready for allowance and respectfully requests prompt issuance of a 
notice of allowability. The Applicant believes that this paper is fully responsive to the rejections 
made by the Examiner in the Office Action, however should there remain any further 
impediments to the allowance of this application that might be resolved by telephone conference, 
the Examiner is respectfully requested to contact the Applicant's undersigned representative at 
the indicated telephone number. 

Please charge any additional fees, including any fees for additional extension of time, or 
credit overpayment to Deposit Account No. 1 1-1410. 

Respectfully submitted, 

KNOBBE, MARTENS, OLSON & BEAR, LLP 
Dated: January 22, 2007 By: 

Juries WrAusley 
^Registration No. 49,076 
Agent of Record 
Customer No. 20,995 
(951)781-9231 

3259635 
012207 
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